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OFFICE ACTION SUMMARY 



J Responsive to communication(s) filed on _ 
M^<D This action is FINAL 

' □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle. 1935 D.C. 1 1 ; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire. 



. month{s), or thirty days. 



whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause ^ 
^ the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 



Disposition of Claims 

Claim(s) 



/ - 



Of the above, claim (s) . 

□ Claim{s) 

^ Claim(s) 

□ Claim(s) 

□ Claims 



is/are pending in the application. 

. is/are withdrawn from consideration. 

Is/are allowed. 

is/are rejected. 



. is/are objected to. 



. are subject to restriction or election requirement. 



• Application Papers 

V I D See the attached Notice of Draftsperson's Patent Drawing Review. PTO-948. 

f □ The drawing(s) filed on is/are objected to by the Examiner. 

^ y □ The proposed drawing correction, filed on is □ approved □ disapproved. 



□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

Acknovirtedgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 
All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. {Series Code/Serial Number) . 

^ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

'Certified copies not received: 




□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 
Attachment(s) 
^ Notice of Reference Cited, PTO-892 

^ Information Disclosure Statement(s), PTO-1449. Paper No(s). 

□ Interview Summary, PTO-4 13 

O Notice of Draftsperson's Patent Drawing Review. PTO-94B 

□ Notice of lnfomr\al Patent Appfication, PTO-1 52 



- SEE OFFICE ACTION ON THE FOLLOWING PAGES • 



PTOL-326(R*v.1(VB5) 
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Serial Number: 08/379566 -2- 
Art Unit: 1103 

1. This application does not contain an Abstract of the 
Disclosure as required by 37 C.F.R. § 1,72 (b) . An Abstract on a 
separate sheet is required. 

2. Claims 1-16 are rejected under 35 U.S. C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 1, "liquid oxide or glassy" is indefinite since 
liquid oxide and glassy are not equivalent terms as is required 
when use is made of the word or. 

Also, "sufficient of compounds" is ungrammatical . 

Also, "which encourage" is indefinite as to the metes and 
bounds of this phrase which thus renders "sufficient" indefinite. 

Also, "the product of step (i) " is indefinite as to what is 
considered to be the product of step i, ie. is it the solid 
phase, the liquid oxide phase or the glassy phase? 

Also, "susceptibility" is indefinite as to the metes and 
bounds of this word which thus renders "at a rate sufficient" 
indefinite . 

In claim 2, "phosphorus" needs to have a comma inserted 
after it . 

The following is a quotation of 35 U.S. C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 
action: 
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A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection (f) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person. 

Evaluations of the level of ordinary skill in the art require 
consideration of such factors as various prior art approaches, 
types of problems encountered in the art, rapidity with which 
innovations are made, sophistication of technology involved, 
educational background of those actively working in the field, 
commercial success, and failure of others. 



The "person having ordinary skill" in this art has the capability 
of understanding the scientific and engineering principles 
applicable to the claimed invention. The evidence of record 
including the references and/or the admissions are considered to 
reasonably reflect this level of skill. 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S. C. § 103, 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant 
is advised of the obligation under 37 C.F.R. § 1.56 to point out 
the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of potential 35 
U.S.C. § 102(f) or (g) prior art under 35 U.S.C. § 103. 

3. Claims 1-16 are rejected under 35 U.S.C. § 103 as being 

unpatentable over Heikel '916 or France 1,066,777 or Leary '438 



or Pollard '934 or Stewart '099 or Stewart '929. 



• 



1 



Serial Number: 08/379566 
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Each of the references teaches the claimed process steps of 
heating a titaniferous material to a temperature of less than 
1300^*0, cooling the heated product to form a solidified product 
and then leaching the solidified product (see the claims of 
Heikel; the claims of France '777; col. 1 and the claims of 
Leary; col. 1, example 1 and the claims of Pollard; col. 3 and 
example 1 of Stewart '099; and col. 2, the examples and claims of 
Stewart '929) . The heating would appear to provide the instantly- 
claimed solid titaniferous phase and the liquid oxide phase since 
the reactants and temperatures are the same as those instantly 
claimed. Each of the references also teaches the instantly 
claimed upgraded titaniferous material. 

Any difference imparted by the product by process 
limitations would have been obvious to one having ordinary skill 
in the art at the time the invention was made because where the 
examiner has found a substantially similar product as in the 
applied prior art the burden of proof is shifted to the applicant 
to establish that their product is patentably distinct not the 
examiner to show the same process of making. In re Brown, 173 
USPQ 685, In re Fessmann, 180 USPQ 324, In re Spada, 15 USPQ2d 
1655, In re Fitzgerald, 205 USPQ 594, and MPEP 2113. 

The dependent claims are drawn to process particulars which 
if not expressly taught by the prior art above are well known in 
the art and would have been obvious thereover. 



Serial Number: 08/379566 



Art Unit: 1103 

The prior art made of record and not relied upon is 

considered pertinent to applicant's disclosure. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Steven Bos 
whose telephone number is (703) 308-2537. 




Steven Bos 
Primary Examiner 
Group 1100 



sjb 

June 20, 1996 



